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3. 0I=255 AAE X0~ (MPEP)

Manual of Patent Examining Procedure ("MPEP"), Seventh Edition (July 1998).

2164 The Enablement Requirement

2164.01 Test of Enablement

2164.01(a) Undue Experimentation Factors

2164.01(b) How to Make the Claimed Invention
1

2164.01(c) How to Use the Claimed Invention

2164.02 Working Example

2164.03 Relationship of Predictability of the Art and the Enablement Requirement
2164.04 Burden on the Examiner Under the Enablement Requirement

2164.05 Determination of Enablement Based on Evidence As a Whole
2164.05(a) Specification Must Be Enabling as of the Filing Date
2164.05(b) Specification Must Be Enabling to Persons of Ordinary Skill in the Art

2164.06 Quantity of Experimentation
2164.06(a) Examples of Enablement Issues—-Missing Information
2164.06(b) Examples of Enablement Issues — Chemical Cases

2164.07 Relationship of Enablement Requirement to Utility Requirement of 35 U.S.C. 101

2164.08 Enablement Commensurate in Scope With the Claims
2164.08(a) Single Means Claim
2164.08(b) Inoperative Subject Matter
2164.08(c) Critical Feature Not Claimed

the claimed invention be enabled so that any person skilled in the art

can make and use the invention without undue experimentation.

In re Wands, 858 F.2d at 737, 8 USPQ2d at 1404 (Fed. Cir. 1988)
"The test of enablement is whether one reasonably skilled in the art
could make or use the invention from the disclosures in the patent

coupled with information known in the art without undue experimentation"



Undue Experimentation Factors

(A) The breadth of the claims;

(B) The nature of the invention;

(C) The state of the prior art;

(D) The level of one of ordinary skill;

(E) The level of predictability in the art;

(F) The amount of direction or guidance provided by the inventor;
(G) The existence of working examples; and

(H) The quantity of experimentation(&! & &)

needed to make or use the invention based on the content of the

disclosure.

In re Wands, 858 F.2d at 737, 8 USPQ2d at 1400, 1404 (Fed. Cir.
1988)

"The test is not merely quantitative, since a considerable amount of
experimentation is permissible, if it is merely routine, or if the specification
in question provides a reasonable amount of guidance with respect to the

direction in which the experimentation should proceed"

Time and expense are merely factors in this consideration and are not

the controlling factors.

Time and difficulty of experiments are not determinative

if they are merely routine.




(1) In United States v. Telectronics, Inc., 857 F.2d 778, 8 USPQ2d 1217 (Fed. Cir.

1988)
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